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REMARKS 

By advisory action mailed July 1 2, 2007 the Examiner declined to enter amendments 
offered in response to the Office Action mailed April 26.wherein claims 1 -4,6-15 stand rejected 
under §l02(b) and separately under §102(a/e) and claims 3 and 13 are rejected per section 103 as 
discussed below. Claims withdrawn consequent to a previous requirement for election are 
rqaroduced in fidl. Amendment to claims is here presented and entry of the amendment is 
requested to narrow any issues reused in previous stages of prosecution. 

*^Ii€W Issues" 

In his Advisory Action, the Examiner declined to enter amendments to the claims as 
^•raising new issues'*. Umitations introduced at that time for claim 1 and here lepeated^ are 
directed On paraphrase and without quotation) to 

the application of the amorphous composition of stated magnetic 
suscq)tibility to an NMR instrument, and 

the more precise statement of such magnetic susceptibility achieving, at 
cryogenic temperatures, a **fir5t value" equal to the magnetic suscepdbiliQr of the environment of 
the sample. 

With respect to the fu^t matter, the specification is express at 
p.i, lines 4*6 
p.2. lines 12-15 
p.3,lmes 12-27 
p.S, Unes 1-3; 26-28, etc. 

In respect to the second general area of amending limitation, see tiie qpedfication at 
p.4, lines: 13-23 

p.6, lines: 18-22 C*»o vahie'O; 23-31 ^selected valuc'Oi etc. 
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Rejections per §102 

In respect to the Final Action, claims 1-2, 4, 7-12 and 14-15 were again rejected on 
Halverson, US patent 3»377,292, of record, pursuant to §102(b). 

Applicant first refutes the Examiner's paragraph 2 of that Action as directed to claim 1 1 
as a stark demonstration of error in ignoring a required quantitative limitation of the claim. 
Clium L 1 requires that the composition 

** . . .has a nearly zero magnetite susceptibility at said cryogenic temperatures." 
It has escaped the Examiner's attention Aat claim 1 1 requires a quantitative limitation expressed 
in absolute terms in contrast to the relative limitation of claim 1 . Moreover that quantitative 
property is required at *'said cryogenic temperatures". The reference is completely silent on the 
matter of the most importance here, yet the Examiner holds that because the reference 
composition is "similar"' die magnetic susceptibility properties (quantitatively expressed herein!) 
will be inherent in the prior art composition. That assertion is utterly without foimdation. 
Applicant requests the withdrawal of the iqection directed to claim 1 1 and the dependencies 
thereon. 

In regard to claim 1 , the proposed amendment seeks to state a more exact prescription for 
the '^selected'* value of magnetic susceptibility. To that end, the context for the composition is 
stated and it is the value of magnetic susceptibility of the environment surroun^ng the sample 
(P J, lines 6-21; P J, lines 7-16) to which the magnetic suscqptibility of the composition is 
compared for substantial equalization **at cryogenic temperatures^ . 

Claims 1-3 and 7-10 were rejected on section 102(b) citing Cheng, of record. The 
Examiner refused to coimder the use of the composition in magnetic resonance apparatus 
because he considered (hat such context did not result in a structural difTerence. The Examiner 
has not considered die structural difierence in magnetic resonance apparatus owing to the 
magnetic susceptibility properties of tiie composition. As presently amended, the context 
presents a quantitative property for measuring the limitation on magnetic susceptibility of the 
compositiotL 
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The Cheng reference has no relevance to the magnetic properties of Cheng's composition 
nor the temperature range applicable. The BKaminer has simply asserted that the compositions 
are substantially identical and (apparently by FTC practice) tiierefore they will exhibit 
substantiaUiy the same magnetic susceptibility (an astounding eonclusion). The basis for such 
procedural pronouncement is given as 

''When the PTO sho\vs a sound basis for believing that products of tiie applicant 
and the prior art are the same* the applicant has die burden of showing that they are not'* 
(citations) 

Applicant has met such burden, ab initio, throu^ disclosures evidmced by figures 1 and 
2 and relevant tort. 

The Examiner conmients that even if Cheng is insufficient to establish anticipation, it 
m>uld be ^obvious to one of ordmary skill in the art to optimize tiie properties of die Cd complex 
as choice of its use in magnetic ima^ng characcecistics whh reasonable expectations of success.** 
If the prior art pccsents qs quantitative measure of magnetic susc^tibility and qo indication of 
the temperalure dependence of same^ tiiere is not even an initiation of the kind of predictability 
that might be a starting point for the obviousness that the Examiner asserts. Accordingly* the 
assertion of obviousness fails. 

Rejections per §103 

The Examiner attacks claims 3 and 13 on section 103(a) with references to Halverson and 
Zheng in combination. These claims depend from claims 1 and 1 1 and.should be allowed for 
that reason. 

Claims 7-9, dependent from claim 1 have been amended due to removal from daim I of 
the nomenclature "selected** value of magnetic susceptibility. 
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Conclusion 

Amendment has been proposed to more precisely limit the subject matter of this work. 
The matter of "new issues" raised by the Advisory Action has been disc\is$ed Applicant has 
e)9ressed claim limitations directed to the magnetic susceptibility of the composition while the 
Examiner has previously ignored these linutations wthout regard to any temperature limitatiott. 
The amendments here submitted are intended to more fully narrow the issues prevailing in this 
prosecution. No new matter has been oi&red. The amended claims are believed properly in 
condition for aUowance and such action is respectfully requested. 

Respectfully submitcedt 




^ Edward H. Berkowitz 

Date: ^ ^ri^ 2^^^ Attorney for Applicants 

^ Registration No. 27.771 

Varian, Inc. 

Legal .Department 

3 120 Hansen Way, D-1 02 

Palo Alto, CA 94304 

(650)424-5086 
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